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Watt v. Roxus-Royce or America, INc. 
(4 F. [2nd] 333) 


United States Circuit Court of Appeals, Third Circuit 
March 5, 1925 


Trapve-Marxs anp Trape-Names—Unrar Competrrion—Use or SrMILaRr 

Name BY ANOTHER ENJOINED. 

Complainant, Rolls-Royce of America, Inc., cnatalial for the 
purpose of extending in America the business of the British corpora- 
tion, Rolls-Royce, limited, manufacturer of -automobiles and aero- 
planes, held entitled to an injunction against the use of the name 
“Rolls-Royce Tube Company” by defendant in conducting a mail 
order business for sale of radio tubes, in which his own name was not 
used, there being no legitimate purpose to be served by the adoption 
of such name, which, to the extent that it enhanced defendant’s stand- 
ing, endangered that of complainant. 

In equity. Appeal from the District Court of the United 
States for the District of New Jersey. Affirmed. (For opinion 


of lower court see 15 T. M. Rep. 12.) 


Samuel H. Nelson, of Newark, N. J., for appellant. 
Arthur F. Egner, of Newark, N. J., for appellee. 


Before Burrineton, Woottry and Davis, Circuit Judges. 


Burrineton, Circuit Judge: ‘ The appellant, Howard’ Wall, 
doing business under the name Rolls-Royce Tube Company, assigns 
for etror the action of the court! bélow in enjoining him from 
using the name Rolls-Royce in carrying on his individual business. 
From the record ard -statement made at bar it appears Rolls-Royce 
is a hyphenated combination of the family names of the two found- 
ers of the British corporation, Rolls-Royce, Limited; ‘that said firm 
manufactured automobiles and’ aeroplanes and parts thereof; that 
by reason of the high standard of its product and the volume and 
spread of its trade the name Rolls-Royce has become associated 
all over the world with the excellence of its product, and is asso- 
ciated in the public mind with high-grade work, and gives its 
owners an established, distinctive, and valuable business asset; that 
the plaintiff, Rolls-Royce of America, Incorporated, is a Delaware 
corporation, chartered in 1919 for the purpose of acquiring, ex- 
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tending, and increasing in the United States the business of the 
British Rolls-Royce Company, and has since been engaged in said 
business of making automobiles, aeroplanes, and parts thereof; that 
the defendant is an individual engaged in the business of selling 
radio tubes by mail; that he has no connection with either of said 
Rolls-Royce companies; that he has no one associated with him in 
business, and no connection with or permission from any person 
by the name of Rolls-Royce, nor any license from either of said 
companies to use said names of Rolls-Royce; that trading as an 
individual, and without any person being associated with him, or 
without any incorporation by that name, and without his individual 
name being used, he has entered into a mail order business, where 
he does not come into personal contact with customers, but procures 
them by advertisements which do not mention him as an individual, 
but use the name “Rolls-Royce Tube Company.” His advertise- 
ments describe his radio tubes by quotation marks as “Rolls-Royce” 
radio tubes, and that such tubes are, “like their name, significant 
of quality.” The advertisement directs correspondence be sent to 
“Dept. A. of the Rolls-Royce Tube Company,” thus giving the 
suggestion of a business made up of this and other departments. 
The tubes so sent out are prominently labeled “Rolls-Royce,” with 
no indicia of place or origin of manufacture. 

From the pleadings and statements made at the argument, it 
is clear that the purpose of Wall was to take and use the good-will, 
fair name, and trade record which the two companies had, through 
years of business integrity, given to the name “Rolls-Royce,” and 
thereby create in the minds of the public the impression that his 
mail order tubes bore some connection with the real Rolls-Royce 
companies. Upon no other theory than a purposed appropriation 
to himself, and an intent to convey to the public a false impres- 
sion of some supposed connection with the Rolls-Royce industries, 
can Wall’s actions and advertisements be explained. Seeing, then, 
that by putting his individual business under the name “Rolls- 
Royce,” and utilizing its trade reputation and earned good-will, 
Wall could greatly benefit himself, the converse of the proposition 
follows: That this veiling of his business under the name “Rolls- 
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Royce” might, and indeed almost surely would, injure the real Rolls- 
Royce industries, and substantially detract from their good-will and 
fair name. It is true those companies made automobiles and aero- 
planes, and Wall sold radio tubes, and no one could think, when 
he bought a radio tube, he was buying an automobile or an aero- 
plane. But that is not the test and gist of this case. Electricity is 
one of the vital elements in automobile and aeroplane construction, 
and, having built up a trade-name and fame in two articles of which 
electrical appliances were all important factors, what would more 
naturally come to the mind of a man with a radio tube in his re- 
ceiving set, on which was the name “Rolls-Royce,” with nothing 
else to indicate its origin, than for him to suppose that the Rolls- 
Royce Company had extended its high grade of electric products 
to the new, electric-using radio art as well. And if this Rolls- 
Royce radio tube proved unsatisfactory, it would sow in his mind 
at once an undermining and distrust of the excellence of product 
which the words “Rolls-Royce” had hitherto stood for. 

In addition to what has been said, it is quite possible that the 
use of such a name might lead third parties to credit the plaintiff’s 
business, on account of its name of “Rolls-Royce,” with an un- 
warranted financial reliability, and if such assumptions eventually 
prove unfounded the name of “Rolls-Royce” would suffer accord- 
ingly. Indeed, from the standpoint of commercial integrity, fair 
business, and trade equity, we feel the court below, sitting in equity, 
was justified in preventing the defendant from veiling his business 
under the name of “Rolls-Royce,” for he had, and could have had, 


but one object in view, namely, to commercially use as his own a 
commercial asset that belonged to others, the continued use and 
abstraction of which is so fraught with such possibilities of irre- 
mediable injury that the only way to remedy it is to stop it at the 
start. 


The decree below is affirmed. 
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Tue Vocue Company v. THe Voaue Hat Company, ET AL. 
United States Circuit Court of Appeals, Sixth Circuit 
June 5, 1925 


In equity. On motion to direct form of mandate. Use of 
“Vogue Hats” enjoined only in connection with appellee’s name. 
(For opinion of this court, see 15 T. M. Rep. 1.) 


Harry D. Nims, of New York City (E. J. Marshall, of Toledo, 
Ohio, and MacDonald, De Witt and Minturn De S. Verdi, 
all of New York City, on the brief), for appellant. 

Samuel W. Banning, of Chicago, Ill. (Ephraim Banning, 
Thomas A. Banning and Thomas A. Banning, Jr., all of 
Chicago, Ill., Charles H. Studin, of New York City, and 
Rathbun Fuller, of Toledo, Ohio, on the brief), for ap- 
pellees. 


Before Denison, Mack and Donanuve, Circuit Judges. 


Per Curtam: Upon a motion to direct a form of mandate we 
have further considered the nature and extent of the permissible 
relief. Plaintiff asks that the word “Vogue” be entirely forbidden 
upon the hat linings or labels, unless it is sterilized by the warning, 
“not connected with Vogue Magazine’; defendant Hat Company 
thinks that at most only the “V girl’ should be banned. 

We are without the aid of specific precedent. We find a helpful 
principle in the one which we applied, perhaps somewhat obscurely, 
in Coca-Cola Co. v. Gayola Co., 200 Fed. 720, 723 [8 T. M. Rep. 
1}. Plaintiff in its drink used caramel for producing a peculiar 
reddish color. Defendant had the abstract right to use caramel as 
an ingredient and so to get the same color. We held in effect that 
he had forfeited this abstract right by having used it as a part of 
his expressly fraudulent scheme; and so he must get his color some 
other way; he must not use caramel, though other makers might. 
So here we solve a difficult problem by concluding that this de- 
fendant’s otherwise clear enough right to use its complete label 
“Vogue Hats, Vogue Hat Co., New York” (without the plaintiff's 
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trade-mark) is tainted by its intentional fraud in the original adop- 
tion of the label with the trade-mark. This fraud permeates the 
whole label and plan under which it built its present business, and 
it cannot retain and carry on that business and become immune by 
merely dropping the V girl and the dominant V. We think it would 
be going too far to forbid entirely the name or label “Vogue Hats” 
unless accompanied by the disclaimer. That name is substantially 
descriptive and has no secondary meaning appurtenant to plaintiff's 
business. A majority of the court think that the words “Vogue 
Hat Co., New York,” though abstractly lawful members of a proper 
label and business combination, yet by their suggestion of plaintiff's 
corporate name and location they so emphasize the original and 
long-continued attempt to mislead that they are poisoned by the 
permeating fraud and must be amputated. This manufacturing de- 
fendant may, using its present corporate name, sell any hats not 
called or marked “Vogue Hats”; it may use the name and label 
“Vogue Hats” in connection with any other corporate name or with 
no name as their maker; it may not use in combination this name 
for the article and for the maker. 


Forp Moror Co. v. C. N. Capy Co., Inc. 
(208 N. Y. Supp. 574) 


New York Supreme Court, Equity Term, Onondaga County 
March 10, 1925 


Trape-Marxs anp Trave-Names—Unram Competirion—“Capyrorp” For 

Marine Enoines—MisteapiInc ApvERTISING—INJUNCTION. 

The use by the defendant of the word “Cadyford” as a trade- 
mark for its engines for motor boats, was an infringement of plain- 
tiff's well-known “Ford” mark on automobiles and engines, especially 
in view of the fact that defendant’s advertisements stress the state- 
ment that practically every part of the motor can be duplicated at 
any store where Ford parts are sold; and an injunction was granted. 

Trape-Marxs anp Trapr-Names—PersonaL Name—Ruicur To Prorection. 

Plaintiff had the right to use the word “Ford” in his own busi- 

ness, and the law protects the right of a man to so use his own name. 
Same—Same—Unrarr Competrrion Dertnep. 
Any conduct which tends to permit one to pass off his goods or 
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business on the public as the goods or business of another constitutes 

unfair competition and may be enjoined. 

In equity. Suit for trade-mark infringement. Judgment for 
plaintiff. 


William H. Harding, of Syracuse, N. Y., for plaintiff. 
R. D. Woolsey, of Canastola, N. Y., for defendant. 


Epecoms, J.: The Ford engine and automobile were devel- 
oped by Henry Ford prior to 1903. He assigned his inventions to 
the Ford Motor Company, a corporation organized under the laws 
of the State of Michigan, and that company continued to manu- 
facture such motors and automobiles until July, 1919, when the 
present plaintiff was organized under the laws of the State of 
Delaware, and all the assets, rights, trade-marks, and good-will 
of the former corporation were assigned to the new company. Mr. 
Henry Ford and his son, Edsel B. Ford, are heavily interested in 
and are directors and officers of the plaintiff. In 1909 the Michigan 
company duly registered the trade-mark “Ford,” covering auto- 
mobiles, explosive engines, and their parts, in the United States 
Patent Office. The trade-mark has become familiar to the public, 
and is prominently displayed upon all Ford automobiles and parts, 
and upon the various service stations maintained by the plaintiff 
throughout the country. For years the plaintiff has extensively 
advertised its products throughout the world, and the word “Ford” 
is familiar to practically every intelligent adult in this country, 
and has become a household word. It immediately brings to mind 
the automobile and engine manufactured by the Ford interests. 

The Ford engine is used only in motor vehicles. It is not 
a marine engine, and is not adapted for motor boats. For years 
the defendant has been engaged in the manufacture and sale of 
gasoline explosive engines for motor boats. While their engines are 
well-known to the trade their reputation and output is infinitesimal 
in comparison with that of the plaintiff. 

Several years ago the defendant experimented with a Ford 
engine, and by taking a part, known as the block assembly, and 
reversing it, and adding other parts of its own and other manufac- 
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tures, defendant developed and put upon the market an engine 
suitable for motor boats, which was called “Ford Fisherman,” or 
‘“Fisherman’s Ford.’ Upon objection being made by the plaintiff, 
the use of this name was discontinued, and the engine was rechrist- 
ened “Cadyford.” Defendant has extensively advertised it in 
various magazines and pamphlets, displaying in prominent type 
the word “Cadyford,’ and adding the statement that, if it should 
become broken or worn, any part of the motor could be duplicated 
with little delay and expense, because practically every part could 
be purchased at any store or garage where Ford parts were sold. 

Plaintiff seeks to enjoin the defendant from the further use 
of the word “Ford” or “Cadyford” in connection with its engines 
and motors. Whether the word “Ford” be considered as a technical 
trade-mark or simply as a valuable trade-name is unimportant, 
because the same essential rules of law and equity are applicable 
to both. Glen & Hall Mfg. Co. v. Hall, 61 N. Y. 226, 19 Am. Rep. 
278; Ball v. Broadway Bazaar, 194 N. Y. 429, 87 N. E. 674. 

Concededly plaintiff had the right to use the word “Ford” to 
designate its products. It was the name of the inventor, and the 
man most heavily interested in and responsible for the incorpora- 
tion of the plaintiff. The law protects the right of a man to use 
his own name in his own business. There is no one connected with 
the defendant by the name of Ford, and its appropriation of that 
name cannot be justified upon the theory that those interested in 
the company are using their own name. 

When one has established his right to use a trade-mark or 
trade-name to characterize the products of his factory, it is an 
infringement of that right if another uses the same, or a similar 
device or name which tends to create confusion, or deceive the 
public. Colman v. Crump, 70 N. Y. 573; Taendsticksfabriks 
Akticholagat Vulcan v. Myers, 189 N. Y. 364, 34 N. E. 909; Chas. 
S. Higgins Co. v. Higgins Soap Co., 144 N. Y. 462, 89 N. E. 490, 
27 L. R. A. 42, 43 Am. St. Rep. 769; Ball v. Broadway Bazaar, 
194 N. Y. 429, 87 N. E. 674. 

An infringement of the property right of one to a mark or name 


brings about an unfair competition. Everyone is entitled to pro- 
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tection against unjust rivalry. Any conduct which tends to per- 
mit one to pass his goods or business off on the public as the goods 
or business of another constitutes unfair competition, and may be 
enjoined. Fischer v. Blank, 188 N. Y. 244, 88 N. E. 1040; Hop- 
kins on Trade-Marks, § 2. An easy way of depriving one of the 
trade he has built up is to copy his marks or names. 

To entitle one to an injunction restraining the use of a trade- 
mark, or trade-name, it is not necessary to show that any person 
has actually been deceived by defendant’s acts; it is the likelihood 
of injury which may be prevented. Neither is it necessary for the 
plaintiff to establish a guilty knowledge or fraudulent intent on 
the part of the defendant. Colman v. Crump, supra; Hier v. 
Abrahams, 82 N. Y. 519, 37 Am. Rep. 589; Taendsticksfabriks 
Akticbolagat Vulcan v. Myers, supra; Reckitt §& Sons v. Kellogg, 28 
App. Div. 111, 50 N. Y. S. 888; Checker Cab Mfg. Co. v. Sweeney, 
119 Mise. Rep. 780, 197 N. Y. S. 284 [18 T. M. Rep. 58]. The 
name complained of need not be an exact duplication of the trade- 
mark or name. The test is whether it is so similar as to calculate 


to deceive the heedless, careless, and unthoughtful. Colman v. 
Crump, supra. 


If defendants had named their marine engine ‘Ford,’ and 
not coupled the name with any other word, there could be no doubt 
but what they would have been guilty of unfair competition, and 
could have been restrained from the use of that name. Swift & 
Co. v. Groff (C. C.) 114 F. 605. When defendant coined this new 
word, and coupled its own name with that of Ford, did that relieve 
it of the charge of infringement and unfair competition? Does 
the use of this new word tend to confuse the trade, deceive the 
public, and mislead the unwary? I think, and I find as a fact, that 
the name “Cadyford” so resembles plaintiff’s trade-mark or trade- 
name that it is calculated to deceive the public and cause confusion 
in the trade. Especially is that so when one reads in all defendant’s 
advertisements the recital that practically every part of the motor 
can be duplicated at any store or garage where Ford parts are sold. 
That statement would in my opinion convey to the average person 
the idea that this engine is a Ford product. To my mind one 
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would be justified in concluding that the repeated reference to and 
comparison with the Ford motor, in the various advertisements of 
this engine, coupled with the use of the name “Ford,” was intended 
to convey that impression. If it is not the intention of the de- 
fendant to capitalize plaintiff’s name and reputation, it cannot be 
harmed by adopting another name. 

Plaintiff by years of labor and advertising has built up an 
immense business. It and its predecessor have put upon the market 
upwards of 11,000,000 Ford automobiles, and plaintiff is now 
turning out such machines at the rate of 6,500 a day. Its name 
and its good-will are worth much, and are its own property, and 
the defendant has no right to appropriate any part thereof, or to 
avail itself of the reputation plaintiff's products have acquired. It 
is true that no actual damage to the plaintiff has been shown. That 
is not necessary. If the public believes that the engine manufac- 
tured by the defendant is a Ford product, and that engine proves 
unsatisfactory, it cannot help but reflect upon the plaintiff. Then, 
too, it is not improbable that the plaintiff may at no distant date 
manufacture and place marine engines on the market. Its right 
to use its own corporate and trade-name in connection with such 
new engine should not be jeopardized by a prior use of the word 
“Cadyford” on a similar style of engine. 

The United States Patent Office has refused to permit parties 
other than the plaintiff to register as trade-names certain coined 
words including the name “Ford,” because of the similarity of the 
coined word and the trade-mark of plaintiff, and the likelihood 
of confusion arising from the use of the two names. The following 
are a few of the names which came within the ban of the Patent 
Office: 

“Fordfax” for use on accounting records and forms. Jord 
Motor Company v. Wren, opposition No. 5291; application No. 
5291, filed September 11, 1923. “Hopford” for auto trucks. Op- 
position No. 2682. “Holdford” for motor vehicle brakes. Opposi- 
tion No. 2688. “Tonford” for truck attachments. Opposition No. 
2290. “Longford” for automobiles and parts. Opposition No. 
2408. An injunction has been sustained by the courts in cases 
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where the similarity of the names or marks has been no closer than 
they are here. Newman v. Alvord, 51 N. Y. 189, 10 Am. Rep. 588; 
Taendsticksfabriks Akticbolagat Vulcan v. Myers, supra; Chac. S. 
Higgins Co. v. Higgins Soap Co., supra; Ball v. Best (C. C.) 185 F. 
434; Vogue Co. v. Thompson-Hudson Co. (C. C. A.) 300 F. 509. 
If I am right in the above conclusions, equity will step in and re- 
strain the invasion of plaintiff's rights. 

Judgment for plaintiff. Findings, if not agreed upon, may be 
settled before me on two days’ notice. 


Frep BurrerFietp & Co., Inc. v. ABraHam & Straus, Inc. 
New York Appellate Court, First Department 
March 20, 1925 


Trape-Marxs AND Trave-Names—Unrair Comperirion—Acrion to Re- 
strAIN Use or Worn “NormManpy” oN Vorte Fasrics Nor Mane 

By Piarntirr—No Evinence or UnrairNess ON Part or Derenp- 

ANT—PL.aintTiFF Not Entiriep to Exctiusive Use or “Normanpy” 

as Common-Law Trape-Mark—Puaintirr nor Entiritep to IN- 

JUNCTION. 

Plaintiff held not entitled to an injunction to restrain defendant 
from using the word “Normandy” in connection with the sale of voile 
fabrics, since the evidence establishes that the defendant was not 
aware that the plaintiff had the exclusive right or claimed that it had 
the exclusive right to use the word, and as soon as it was informed 
of plaintiff’s intention, ceased to advertise goods under that name, 
so that there was no basis for unfair competition, and for the further 
reason that the word “Normandy,” which was not registered as a 
trade-mark, cannot be exclusively appropriated by the plaintiff as a 
common-law trade-mark, since it is a geographical term. Even though 
it may have acquired a secondary meaning in connection with plain- 
tiff’s cloth, this does not make it a valid common-law trade-mark. 


In equity. Appeal from a judgment of the Supreme Court in 
favor of the plaintiff, decreeing that plaintiff is entitled to the ex- 
clusive use of the word “Normandy” as applied to voile fabrics, that 
defendant infringed such trade-mark, and enjoining defendant from 
selling fabrics as such voile unless they are plaintiff’s genuine ‘“Nor- 
mandy” fabric. Reversed. 
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Wise & Seligsberg (Leon Lauterstein of counsel; Edmond E. 
Wise and Avrom M. Jacobs, all of New York City, with 
him on the brief), for the appellant. 

A. P. Bachman (Charles G. Hensley with him on the brief), 
both of New York City, for the respondent. 


McAvoy, J.: Plaintiff is engaged in the business of selling 
cotton fabrics known in the trade as “Normandy voile.” The de- 
fendant, on or about the 8th of May, 1928, sold under the heading 
of “Girls’ Normandy Voile Dresses,” as advertised in the New 
York Evening Journal, certain dresses at the retail price of three 
dollars and ninety-five cents each, and on May 9 and 10 continued 
the sale of such dresses which were referred to as made of genuine 
Normandy fabric, but which were made of a fabric in imitation of 
the Normandy type. Plaintiff does not manufacture the fabric into 
garments, but sells its product in piece goods to manufacturers 
and jobbers and other dealers in this character of merchandise. 
Defendant operates a department store in Brooklyn where mer- 
chandise is sold at retail, including a department where manufac- 
tured dresses are sold. 

Plaintiff claims that it invented the name “Normandy” as 
applied to voile, and that this name became known throughout the 
trade and to the buying public in general as meaning a voile fabric 
of high excellence, unique manufacture and distinctive attractive- 
ness as a dress material. The plaintiff claims that when defendant 
advertised on May 8, 1923, this sale of “Girls’ Normandy Voile 
Dresses,” the defendant intended to have the buying public believe 
that the dresses were made of fabric manufactured by plaintiff, 
whereas such fabric was not so manufactured by plaintiff, and this 
use of the term “Normandy” as applied to the fabric in defendant’s 
dresses was an infringement of plaintiff’s trade-mark rights in the 
name of “Normandy” and was in unfair competition with plaintiff 
and the users and sellers of its genuine “Normandy” voile fabric. 

The defendant asserts that the claim of plaintiff to an exclu- 
sive appropriation of the name of “Normandy” is without founda- 


tion, and denies that there is any secondary meaning to the term 
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“Normandy” which makes it applicable to the fabric manufactured 
exclusively by the plaintiff. It admits that the name “Normandy” 
in the trade has a meaning as voile fabric for dress material and 
that it possesses a distinctive quality in that its dots will not wash 
out; but asserts that such fabric is made by various manufacturers. 
It is admitted that on May 8, 1923, it published the advertisement 
in question about which plaintiff complains and that fifty of the 
dresses referred to in the advertisement were sold on May 9. It 
denies that it intended to deceive the public into believing that 
the dresses referred to were made of fabric manufactured by plain- 
tiff, and denies that it continued to sell the dresses advertised as 
containing the Normandy fabric, and also denies any infringement 
of trade-mark rights in the name “Normandy” belonging to plain- 
tiff. It also claims to have advertised the matter complained of 
in good faith and in reliance upon the representation made to de- 
fendant by the manufacturer from whom defendant purchased the 
dresses that the dresses were in fact made of the material known 
in the trade as “Normandy voile.” It sets forth that on May 9, 
1923, immediately upon service of the summons and complaint, 
which was the first notice that the defendant received of any claim 
made by plaintiff of an exclusive right to the use of said name of 
“Normandy voile,” defendant immediately ceased to advertise or 
offer the said dresses for sale as “Normandy voile,’ and upon 
receipt of the notice, and without regard to whether the plaintiff's 
claim was valid or not, defendant communicated to plaintiff that 
the advertisement and sale of the dresses as “Normandy voile’ had 
been discontinued and would not be further carried on; and it 
alleges that since notice of plaintiff’s claim defendant has in fact 
ceased to advertise or offer said dresses for sale as “Normandy 
voile,” and does not intend to advertise or sell the same under said 
name hereafter. 

The learned trial court, although granting an injunction, held 
that there was no proof of damages; that there was no satisfactory 
proof of unfair competition as claimed in the complaint; and that 
the defendant acted in good faith in connection with the sale of 
the dresses. 
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There was no testimony offered by plaintiff on the trial by any 
manufacturer, retail dealer, dressmaker, salesperson, buyer of goods 
or any other person who would be expected to know of the fact, 
to show that in May, 1923, the name “Normandy” was known 
to the buying public in general, or even among dress manufacturers 
and dealers, as the name of a fabric manufactured by plaintiff 
exclusively. The only testimony relating to the name was given 
by the plaintiff’s vice-president, who said that in September, 1916, 
plaintiff attached a hanging ticket to pieces of dotted voile, an 
ordinary product, bearing the name “Normandy.” Plaintiff's name 
was not printed on the hang ticket attached to goods in the piece 
until August, 1921. In July, 1921, the selvedge on the piece goods 
was marked with the word. In April, 1922, printed labels bearing 
the word were given to dress manufacturers purchasing the material 
from plaintiff. There was no proof, however, that manufacturers 
using the material had plaintiff's label to show by whom the mate- 
rial was manufactured. 

It is admitted here that the first notice to defendant of any 
exclusive claim by plaintiff to the words ““Normandy fabric” and 
of the alleged infringement by defendant was the service of the 
summons and complaint on May 11, 1923. It was also proven that 
the suit was begun without warning, despite the fact that defendant 
had long been a satisfactory customer of plaintiff’s; and that there- 
after defendant’s vice-president directed that the dresses, of which 
only 58 of the 517 purchased had been sold, be removed from sale, 
and after the complaint was served no dresses were sold, offered 
or advertised by defendant as made of Normandy voile. 

The learned trial court, having found no unfair competition, 
and, indeed, having found good faith in defendant, bases its injunc- 
tion solely on the ground that plaintiff has a common-law trade- 
mark in a word which is a geographical name, on the theory that 
the word has come to have a secondary meaning with respect to the 
product. Although this secondary meaning relates to the nature 
and quality of the product, and is not used to denote plaintiff's 
manufacture exclusively, the learned trial court nevertheless con- 
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cludes that the use of the term by others than plaintiff violates the 
common-law trade-mark rights of plaintiff. 

We do not think that the word “Normandy” can be exclusively 
appropriated as a common-law trade-mark. The fact that it is a 
geographical term prevents such appropriation. Even though it 
may have acquired a secondary meaning in connection with plain- 
tiff’s fabric, this does not constitute it a valid trade-mark at com- 
mon law. In any case in which a geographical term is used and 
an appropriation of that term made to an article manufactured 
or sold by a party, relief against a person using such name to the 
detriment of another must be afforded, not on the ground of trade- 
mark, but upon that of unfair competition. The learned court 
below, having found good faith in defendant, could not have found 
any unfair competition; and since the secondary meaning found 
related to the nature of the product, and not to plaintiff's manu- 
facture exclusively, the action could not be maintained upon the 
theory that a secondary meaning had been acquired through the 
use of the name and that this would be an infringement of its use 
by defendant. 

The three bases upon which restraint of another may be had 
who attempts to interfere with an exclusive right established to 
the use of a name to distinguish or denote goods or merchandise, 
are: Common-law trade-marks, unfair competition, and statutory 
registration. As to each of these grounds of relief we find this 
situation in this cause: There is no common-law trade-mark pos- 
sible in the use of the word “Normandy” by reason of its lack of 
inherent application to particular styles of goods as exclusive in 
manufacture or description, because of its geographical nature. Al- 
though not political, the name is now descriptive of a recognized 
locality. Unfair competition cannot be the basis of the decree, 
because to make out a case of unfair competition there must be a 
wrongful, fraudulent and actual intention to deceive the public by 
causing it to believe that the goods of one party are the goods of 
another through duplication in the form and dress of the one by 
the other, which is found calculated to bring this deception about 
and of which the party complained against is convicted of being 
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willing to have the benefit. This element has been affirmatively 
found by the court not to exist. 

As to the third ground of relief, that of statutory registration, 
there was no registration in this trade-mark until after the cause 
of action began, and then only on the consent of the previous regis- 
trant known as Lancaster Mills, which withdrew its earlier regis- 
tration of the word “Normandie.” 

We think the judgment should be reversed, with costs, and 
the complaint dismissed, with costs. 


Downe, Merrect, Fincu and Martin, JJ., concur. 


Judgment reversed, with costs, and complaint dismissed, with 
costs. Settle order on notice. 


JoHN Macavutay v. Matrt-Diastase Company 
Court of Appeals of the District of Columbia 
April 6, 1926 


Trave-M arks—INTERFERENCE—Priorntry—OwnersHip DeterMINeD By Use 
my Erruer Inrerstate or Intrastate Commerce—Appeat—Re- 
VERSAL. 

The ownership of a trade-mark is distinct from the right of 
registration, since the former may be acquired by either an interstate 
or an intrastate use of the mark, while the latter is gained solely 
from interstate use. Therefore, the use by appellant of the mark in 
intrastate commerce prior to the appellee’s use in interstate com- 
merce gave him title to the mark and the right to register it, not- 
withstanding that his use thereof in interstate commerce was subse- 
quent to the appellee’s. 

Same—Same—Evmence—Orat anv Documentary Evinence Eavatry 
CoMPETENT. 

Proof of ownership of a trade-mark may be established either 
by oral testimony or by documentary evidence. One is as competent 
as the other, and if the oral testimony is sufficient to establish proof, 
documentary evidence is unnecessary. 


Appeal in an interference proceeding. Reversed. (For Com- 
missioner’s decision see 14 T. M. Rep. 156.) 
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T. K. Bryant, of Washington, D. C., and O. F. Barthel, of 
Detroit, Mich., for appellant. 


Hugo Mock, of New York City, for appellee. 


Before Martin, Chief Justice, Ropsp and Van Orspe., Asso- 
ciate Justices. 


Van OrspE., Associate Justice: This appeal is from the de- 


cision of the Commissioner of Patents in a trade-mark interference, 
involving the right to register the word “Liberty” as a trade-mark 


for use on malt extract or malt compound to be employed in the 
preparation of a beverage. 


The Malt Company’s testimony discloses that its first use of 


the mark was on a shipment of goods in interstate commerce, 


March 29, 1919. The testimony of four witnesses, on behalf of 


appellant Macaulay, establishes use of the mark in the early part 
of March, 1919. 


ruary. 
1919. 


One witness testified to its use as early as Feb- 
Macaulay procured labels displaying the mark in January, 
On this evidence, the Examiner awarded registration to 
Macaulay, the junior party. 

The Assistant Commissioner reversed the case solely on the 
ground that Macaulay had not established his case by documentary 
proof, and could not, therefore, be awarded priority over the Malt 


Company. Proof may be established either by oral testimony or 


by documentary evidence. One is as competent as the other, and 


if the oral testimony is sufficient to establish proof, documentary 


evidence is unnecessary, whether such evidence be in the posses- 


sion of the party or not. In this case we agree with the Examiner 


that Macaulay has established a prior use of the mark as against 
the Malt Company. 


While Macaulay proved prior ownership, he failed to establish 
clearly the use of the mark in interstate commerce prior to March 
29, 1919. It is, therefore, contended that, as this is essential to 


the right to register, he cannot be accorded registration as against 
the Malt Company. This presents a rather novel question, and one 
that is not entirely free from difficulty. 


The confusion arises, we 
think, from the failure to distinguish between ownership and regis- 
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tration. The ownership of a trade-mark is based solely upon 
adoption and use; whether it be in interstate commerce or intrastate 
commerce, or both. As was said in T'rade-Mark Cases, 100 U. S. 
82, 92: “The right to adopt and use a symbol or a device to dis- 
tinguish the goods or property made or sold by the person whose 
mark it is, to the exclusion of use by all other persons, has been 
long recognized by the common law and the chancery courts of 
England and of this country, and by the statutes of some of the 
states. It is a property right for the violation of which damages 
may be recovered in an action at law, and the continued violation 
of it will be enjoined by a court of equity, with compensation for 
past infringement. This exclusive right was not created by the 
act of Congress (Act of July 8, 1870), and does not now depend 
upon it for its enforcement. The whole system of trade-mark 
property and the civil remedies for its protection existed long an- 
terior to that act, and have remained in full force since its passage.” 

Registration is merely a method of recording, devised by Con- 
gress, for the protection of the public and the owners of trade- 
marks, and Congress can only exercise this authority over trade- 
marks used on goods sold in interstate commerce. It has not power 
to enact a registration law that will affect marks, or property rights 
in marks, used only in intrastate commerce. Trade-Mark Cases, 
supra. 

It thus appears that the distinction between the ownership of 
a trade-mark, and the right of registration, must not be confused. 
Assuming that Macaulay had not used his mark in interstate com- 
merce prior to March 29, 1919, the date of such use established by 
the Malt Company, this brings us to the proposition, whether or not 
the Malt Company could appropriate this mark, and by use in inter- 
state commerce acquire a right to its registration as against Macau- 
lay, the actual owner of the mark. 

The property right to the mark being in Macaulay, it is clear, 
we think, that no such right could be acquired by the Malt Com- 
pany. There being no ownership of the mark in the Malt Com- 
pany, it is not in position to interfere in any way with its use by 
Macaulay; it cannot be damaged by such use; it could not enjoin 
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such use; and upon what logical theory could it be placed in a 
position to interfere with Macaulay’s use through the mere act of 
registration. The statement of the proposition refutes itself. The 
Malt Company, not being an owner of the mark, is not entitled, 
under any theory of the law, to registration. Macaulay being the 
owner of the mark, and the record clearly disclosing that prior to 
his application for registration he had used the mark on goods in 
interstate commerce, has brought himself clearly within the provi- 
sions of the Trade-Mark Act of February 20, 1905, 38 Stats. 724. 

In Section 1 of the Trade-Mark Act, it provides that the 
owner of a mark used in interstate commerce may register such 
mark. Ownership is a condition precedent to registration, while 
use in interstate commerce is essential to confer upon Congress 
constitutional jurisdiction over the subject matter of the act. Trade- 
Mark Cases, supra. This use, however, may have occurred at any 
time prior to the filing of the application, regardless of the date 
of original adoption and use. It follows, therefore, that only the 
owner of a trade-mark may register it, and that while the owner 
must also show that the mark has been used on goods in interstate 
commerce, such use may be shown to have occurred at any time 
prior to the application for registration. In such a case, the owner, 
to secure registration of his mark, is not necessarily required to 
establish prior use over his opponent in interstate commerce. The 
party trespassing upon the rights of the owner of a trade-mark, and 
using the mark in interstate commerce, acquires no right thereby to 
registration. The question of priority depends wholly upon the 
question of title in the mark by prior adoption and use, whether 
in interstate or intrastate commerce. 

The decision of the Commissioner of Patents is reversed. 
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B. Heiter & Company v. Tue SovuTHerN Cotrron Ort Company 
Court of Appeals of the District of Columbia 
April 6, 1925 


Trave-Marxs—Oprosition—Wuire or Eoo Susstirure aNp Larp Com- 
pounp Goons or Same Descriptive Propertres—APPeAL—AFFIRMAL. 
The use by appellant of the word “Snowdrift” as a trade-mark 

for a substitute of the white of eggs in the making of meringue, 
marshmallow, topping and icing for pastry pies and puddings, held 
likely to cause confusion or mistake in the mind of the public or to 
deceive purchasers, in view of the prior use by appellee of the same 
word on a lard compound composed of an animal fat and a vegetable 
oil, and for a cottonseed oil shortening compound, since the respective 
goods, being used for similar purposes, are of the same descriptive 
properties. 


Appeal in an opposition proceeding. Affirmed. 


E. T. Fenwick and C. R. Allen, both of Washington, D. C., 
for appellant. 
Irving Miller, of New York City, for appellee. 


Before Martin, Chief Justice, and Ross and Van Orspet, 
Associate Justices. 


Ross, A. J.: Appeal from concurrent decision of the tribunals 


of the Patent Office in a trade-mark opposition proceeding involv- 
ing the right of appellant to register the word “Snowdrift” for use 
on a preparation described as “a substitute for the white of eggs 
in the making of meringue, marshmallow, topping and icing for 
pastry, pies and puddings.” 


Long prior to the adoption and use of this mark by appellant, 
appellee had adopted and used the same word “as a trade-mark 
for lard compound having for its essential ingredients an animal 
fat and a vegetable oil, and for cottonseed oil shortening compound 
composed of fatty, oleaginous or unctuous food substances, and 
for cottonseed oils and for vegetable shortening compound composed 
of fatty oleaginous or unctuous food substances marketed and sold 
by it for the purpose of identifying said articles as its product and 
distinguishing them from similar articles marketed and sold by 
others.” 
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The Examiner of Interferences, reviewing the evidence, said: 
“The preparations of the opposer and of the applicant, while 
differing in some respects, are both packaged goods, both are to 


be used in the kitchen in connection with other ingredients in pre- 
d. * & 


paring pies, cakes, puddings and many other articles of foo 


The pictures of pies and other forms of pastry and desserts found 
on applicant’s labels might as fittingly form a part of opposer's 
labels. An examination of the facts disclosed by the record leads 
to the conclusion that confusion as to origin of the goods is likely 
to arise as between applicant’s and opposer’s products when sold 
in the same territory.” 

In his opinion the Assistant Commissioner said: 


“The difference between the specific ingredients of the opposer’s and 
the appellant’s products is recognized but their use in the preparation and 
making of topping, icing for pastry, etc., by those who prepare such 
articles of food renders confusion, where both have the same identical 
mark, quite probable, if not certain and the doubt, if any exists, must 
be resolved against the newcomer who had the broad field from which to 
select a mark which would not conflict with that employed, since long 
previous, by the opposer.” 

We think this case is ruled by our decision in Johnson Educator 
Food Co. v. Sylvanus Smith § Co., Inc., 87 App. D. C. 107 
[2 T. M. Rep. 90], and California Packing Corporation v. Price- 
Booker Mfg. Co., 52 App. D. C. 259 [13 T. M. Rep. 62]. Appel- 
lant overlooks the fact that this is a registration proceeding and 
that the only question before us, priority being conceded, is whether 
the registration of the mark by appellant would, in the language 
of the statute, “be likely to cause confusion or mistake in the mind 
of the public or to deceive purchasers.”” We agree with the Patent 
Office that there is a likelihood of such confusion and therefore 


affirm the decision. 
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J. E. Bates & Co., Inc. v. A. J. Bates Co. 
Court of Appeals of the District of Columbia 
April 6, 1925 


Trape-Marxks—CanceLtation—“THe Bates SHor”—Recisrration INCLUDED 
IN AGREEMENT—TRANSFERRING Bustness—APprpeAL—AFFIRMAL. 
Where A. J. Bates, appellee’s predecessor, and J. E. Bates, appel- 
lant’s predecessor, dissolved in the year 1905 the partnership formerly 
existing between them, the firm making over to A. J. Bates all the 
property held by the former in Webster, Mass., including all assets 
of “every name and nature,” such transfer included the trade-mark 
“The Bates Shoe,” long used by the firm; and the registration thereof 
made by appellee in the year 1906, held lawful; and the refusal of the 
Commissioner to cancel it was affirmed. 


Appeal in a cancellation proceeding. Affirmed. (For Com- 
missioner’s decision see 14 T. M. Rep. 158.) 


W. F. Hall, of Washington, D. C., for appellant. 
E. T. Fenwick, of Washington, D. C., for appellee. 


Before Martin, Chief Justice, Ross, Associate Justice, and 


Barser, Judge of the United States Court of Customs Appeals. 


Martin, C. J.: Appeal from the Commissioner of Patents. 
This is an appeal by J. E. Bates & Co., Inc., from a decision of 
the Assistant Commissioner of Patents denying a petition of the 
appellant seeking a cancellation of the registration of “The Bates 
Shoe” as a trade-mark of the appellee. 

The record contains extended evidence, but the controlling 
facts are plain. In the year 1866, A. J. Bates and J. E. Bates 
were co-partners engaged in the wholesale and retail shoe business 
in New York City; in the year 1885, the firm, as part of its going 
business, established a shoe factory at Webster, Mass.; from 1886 
until 1905, the factory put out certain lines of shoes under the 
trade-name of “The Bates Shoe,” chiefly but not exclusively for 
sale at the company’s New York store; in the year 1905 the part- 
nership was dissolved by mutual agreement, and the assets including 
the factory and store were divided between the two partners; in 
conformity with the terms of the agreement, the firm made over 
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to the partner A. J. Bates the said factory, including all the prop- 
erty of the co-partnership of every name and nature owned by the 
firm in and about Webster, Mass., consisting of all machinery, 
tools, implements, lasts and other personal property used in the 
manufacture of shoes at the “plant of said firm,” in Webster, includ- 
ing all merchandise and stock on hand, whether raw material, 
finished or unfinished, all bills receivable standing on the books 
of the firm at Webster, whether in the name of the firm or in the 
name of the Webster Shoe Company, all notes payable to said firm 
at Webster, all cash on hand or in bank in Webster, all unexpired 
insurance, ‘‘and other assets of every name and nature pertaining 
to the business at Webster, Mass., intending to include hereby not 
only the items above specifically mentioned, but all others that may 
be there located.” By the terms of the agreement the partner 
J. E. Bates acquired the New York store. 

The trade-mark now in question had not been registered prior 
to this time, but in Janaury, 1906, the appellee A. J. Bates Co., as 
assignee of A. J. Bates, filed an application for its registration, and 
it was regularly registered on June 5, 1906, under the ten-year 
clause of Section 5 of the Act of February 20, 1905. The mark 
has been used continuously by A. J. Bates and the appellee as his 
successor, at the Webster factory since that time. 

The appellant, J. E. Bates & Co., Inc., in succession to J. E. 
Bates, continued the business of the New York store, and in 1918 
also established a factory for the manufacture of shoes. In 1922 
the appellant filed the present petition for a cancellation of the 
trade-mark in question. The petition was sustained by the Exam- 
iner of Interferences, but upon appeal was dismissed by the As- 
sistant Commissioner of Patents. 

The facts above recited fully justified the conclusion that 
the transfer to A. J. Bates of the Webster factory with all of its 
assets, carried with it all of the firm’s rights in and about the fac- 
tory as a going business, including the trade-marks or trade-names 
under which the factory’s production had been put out and mar- 
keted, and that among these was the mark “The Bates Shoe,” which 
at the time of the dissolution had been in continuous use by the 
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factory for more than ten years. Accordingly, under the ten-year 
provision of the statute, the registration of the mark was lawful, 
and the Assistant Commissioner was correct in denying the appel- 
lant’s petition for its cancellation. 

The decision is therefore affirmed. 


Tupeto Corron Mitts v. AMERICAN BLEAcHED Goops Co., INc. 
Court of Appeals of the District of Columbia 
April 6, 1926 


Trape-Marks—CaNnceLtiation—Use or Birp Device as Trave-Mark—Lack 
or DirrERENTIATING FEATURES. 

Two marks, both applied to similar goods, the one consisting of 
the representation of a scarlet tanager with wings outstretched just 
leaving a twig and the words “Pride of the West-India Linon,” and 
the representation of a bluebird, perched on a twig, with wings out- 
stretched and carrying in its mouth a string attached to a disk bearing 
the word “Tupelo,” held so nearly alike as to be likely to cause con- 
fusion, and the Commissioner’s decision ordering cancellation of appel- 
lant’s mark was affirmed. 


Appeal in a cancellation proceeding. Affirmed. 


M. G. Clear, of Washington, D. C., for appellant. 
Frederick Bachman, of New York City, for appellee. 


Before Martin, Chief Justice, and Ross and Van Orspet, 
Associate Justices. 


Ross, A. J.: This is an appeal from a decision of the Patent 
Office in a trade-mark cancellation proceeding. 

The marks of the parties are applied to goods of the same 
descriptive properties. Appellee’s mark, adopted and used exten- 
sively since 1907, consists of a bird, wings outstretched, just leaving 
a twig, the body of the bird being red and its wings and tail black. 
In a circle surrounding this bird, which is said to be a representation 
of a scarlet tanager, are the words “Pride of the West—India 
Linon.” Appellant’s mark, adopted in 1917, consists of a bird 
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perched on a twig, with wings outstretched and carrying in its 
mouth a string, from which is suspended a disk bearing the word 
“Tupelo.” In the drawing, the breast of this bird, said to be a 
representation of a bluebird, is lined for red, while the head, back. 
tail and wings are lined for blue. 

The Assistant Commissioner ruled that the concurrent use of 
these two marks was “likely to cause confusion or mistake in the 
mind of the public or to deceive purchasers,’ within the meaning 
of the Trade-Mark Act, and hence that appellant’s mark should be 
cancelled. In this ruling we concur. Coca-Cola Co. v. Chero-Cola 
Co., 51 App. D. C. 27, 278 Fed. 755 [11 T. M. Rep. 252]; Can- 
terbury Candy Makers v. Brecht Candy Co., 54 App. D. C. 82, 294 
Fed. 1013 [14 T. M. Rep. 128]. Appellant suggests that these 
two birds are easily distinguishable. They might be by orintholo- 
gists, but the purchasing public includes comparatively few persons 
who have particular knowledge of birds. To the average person 
these goods would be bird goods and would not be known as bluebird 
or tanager goods. 

The decision is affirmed. 


In THE Matter oF THE APPLICATION OF THE GoopyearR Tire & 
Russper Company 


Court of Appeals of the District of Columbia 
April 6, 1925 


Trave-Marks—Recistration—Ess—entTIAL Part or Goons Hextp Descriptive 

AND UNREGISTRABLE. 

A trade-mark consisting of “a series of circumferentially-disposed, 
outstanding blocks or elements, approximately diamond-shaped, and 
spaced by a series of grooves or lines which intersect each other at 
right angles, the blocks or elements being aligned on parallel cross- 
planes,” held unregistrable, as they are clearly descriptive of the 
goods on which they are used. 


Appeal from a refusal to register. Affirmed. (For the Com- 
missioner’s decision see 14 T. M. Rep. 71.) 
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E. H. Parry, of Washington, D. C., for appellant. 
T. A. Hostetler, of Washington, D. C., for Commissioner of 
Patents. 


Before Martin, Chief Justice, Ross and Van Orspet, Asso- 
ciate Justices. 


Van Orspet, Associate Justice: This appeal is from the de- 
cision of the Commissioner of Patents denying registration of a 
trade-mark consisting of “a series of circumferentially disposed, 
outstanding blocks or elements, approximately diamond-shaped, and 
spaced by a series of grooves or lines which intersect each other 
at right angles, the blocks or elements being aligned on parallel 
cross-planes.” 


The goods on which the mark is used are specified as belting, 
hose, machinery packing, and non-metallic tires. The diamond- 
shaped projections, which appellant claims as a trade-mark, are 
clearly descriptive of the goods on which they are used, since they 
form a very essential part of the goods itself. In other words, 


these projections are molded on the face of a rubber tire either 
to enhance the wear or to prevent skidding, or both. 

Section 5 of the Trade-Mark Act of 1905, among other things, 
provides: “That no mark which consists merely in * * * devices 
which are descriptive of the goods with which they are used shall 
be registered.” As suggested in brief of counsel for the Patent 
Office, “the most accurate way of describing an article is possibly 
by the article itself.” 

This case, we think, is clearly ruled by the decisions in Jn re 
United States Tire Company, 44 App. D. C. 469; In re Barrett 
Company, 48 App. D. C. 586 [4 T. M. Rep. 418]; Bristol Co. v. 
Graham, 199 Fed. 412 [8 T. M. Rep. 9]; and Daniel v. Electric 
Hose & Rubber Co., 231 Fed. 827 [6 T. M. Rep. 289]. 

The decision of the Commissioner of Patents is affirmed. 
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Tue Rieser Company, Inc. v. Carrie J. Nites 
Court of Appeals of the District of Columbia 
April 6, 1925 


‘Trape-Marxs—CaNnceLLaTion—Hair Nets aNp Hair CurRLERS NOT OF THE 

Same Descriptive Properties AS A PREPARATION FOR THE TREAT- 

MENT OF THE Hair anv Scatp—Appreat—AFFIRMAL. 

The use by the appellant of the mark “Weneeda” on a preparation 
for the treatment of the hair and scalp held not to conflict with 
appellee’s use of the word “Venida” on hair nets and hair curlers, 
as the goods are not of the same descriptive properties, and the 
decision of the Commissioner refusing to cancel the latter mark was 
affirmed. 


Appeal in a cancellation proceeding. Affirmed. (For Com- 
missioner’s decision see 14 T. M. Rep. 241.) 


J. L. Levy, of New York City, and L. L. Townshend, of 
Washington, D. C., for appellant. 
James Atkins, of Washington, D. C., for appellee. 


Before Martin, Chief Justice, and Ross and Van OrspeEL, 
Associate Justices. 


Ross, A. J.: This appeal is in a trade-mark cancellation pro- 
ceeding in which the tribunals of the Patent Office concur in the 
view that appellee’s mark should not be cancelled. 

Prior to the adoption and registration by appellant of the 
mark “Weneeda,” for use on a preparation for the treatment of the 
hair and scalp, appellee had used the mark “Venida” on hair nets 
and hair curlers. Subsequent to appellee’s entry into the field, ap- 
pellant used its mark on toilet soaps, lip sticks, taleum powder, 
rouge, toilet creams, ete. 

The tribunals of the Patent Office did not find it necessary 
to determine whether the two marks are deceptively similar, nor 
do we. Hair and scalp preparations are not goods of the same 
descriptive qualities as hair nets and hair curlers, since their 
general and essential characteristics are different. See Hump Hair- 
pin Co. v. DeLong Hook & Eye Co., 89 App. D. C. 484 [3 T. M. 
Rep. 238]; Consumers Co. v. Hydrox Chemical Co., 40 App. D. C. 
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284; and Nulyne Laboratories v. Electro-Alkaline Co., 52 App. 
D. C. 265, 285 Fed. 999. In the case last cited we said: “This, 
therefore, is a case in which the goods of the parties are dissimilar 
and possess different qualities and characteristics. (Citing cases.) 
When appellant adopted its mark, the field was open. In other 
words, there is nothing to raise a doubt as to its good faith, and 
we therefore do not think appellee should be permitted, at this late 
day, to appropriate the business and good-will thus established.”’ 

The ruling just discussed is apposite here, and it results that 
the decision must be affirmed. 


PLoveu Cuemicat Company v. Eva NieMaNn 
Court of Appeals of the District of Columbia 
April 6, 1925 


Trape-Marks—InTEerRFERENCE—Fact or Priorrry Conciusive tx Favor or 
APPELLEE. 
Where appellee’s use of the mark was conclusively shown to have 
long antedated that of appellant the decision of the Patent Office 
awarding her priority was affirmed. 


Appeal in a trade-mark interference. Affirmed. (For Com- 
missioner’s decision see 14 T. M. Rep. 287.) 


E. W. Bradford, of Washington, D. C., for appellant. 
J. N. Ramsey, of Cincinnati, Ohio, for appellee. 


Before Martin, Chief Justice, and Ross and Van Orspet, 
Associate Justices. 

Ross, A. J.: Appeal from concurrent decisions of the Patent 
Office tribunals in a trade-mark interference proceeding involving 
the mark “Black and White,” for use on almanacs, birthday and 
dream books. 

Appellant adopted this mark in 1919. The Patent Office has 
found, and in that finding we concur, that long prior to that date 
appellee’s predecessor adopted and used the same mark; and that 
in 1912 appellee succeeded to the business and good-will of her 
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predecessor. The question is one purely of fact and, as already 
intimated, a review of the evidence has convinced us of the cor- 
rectness of the conclusion reached. The decision, therefore, is 
affirmed. 


DECISIONS OF THE COMMISSIONER OF PATENTS 


Color: Conflicting Marks 


Fennina, A. C.: Held that the applicant is not entitled to 
register as a trade-mark, for hosiery, “a white stripe placed adja- 
cent the upper edge of the stocking,’ in view of the prior use 
and registration by the opposer of a “golden stripe near the top 
of the stocking” and the words “gold stripe,’ as trade-marks for 
the same goods. 

The ground of the decision is that the decision of the Court 
of Appeals of the District of Columbia in the case of A. Leschen 
§ Sons Rope Company v. Broderick § Bascom Rope Company, 
1911 C. D. 812, 164 O. G. 977, 86 App. D. C. 451 [1 T. M. Rep. 
37], holding that the Broderick & Bascom Rope Company should 
not be granted registration of a mark, for wire rope, consisting of 
one strand of the rope colored yellow, in view of the prior use by 
A. Leschen & Sons Rope Company of a similar mark in which the 
strand was colored red, is controlling in the present case. 

In his decision, the Assistant Commissioner said: 


“It is well known that women generally have a sense, and an apprecia- 
tion of color, so that the distinction between a gold stripe and a white 
stripe is sufficiently great to prevent confusion between the two marks. 
Indeed, the two colors here involved are colors with which all people are 
familiar from early childhood, and it would seem reasonable to expect 
them to be readily distinguished by the public generally. 

“From the trade-mark standard this conclusion would probably be 
justified by the holding of the Circuit Court of Appeals of the Eighth 
Circuit, in A. Leschen & Sons Rope Co. v. Fuller, 218 Fed. 786 [5 T. M. 
Rep. 87]. In that case there was involved a common-law trade-mark con- 
sisting of a distinctive red strand in a cable. The defendant there had 
a similar mark differing only in that it was yellow in color. The court 
there held that plaintiff's mark was ‘limited to a red stripe or strand, 
and that limitation permits the use by others of wire rope with strands 
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of other colors, and the defendants do not infringe that trade-mark 
because they use a yellow strand. 

“That decision might be so persuasive as to control us were it not 
for the fact that the identical matter there involved had previously been 
considered on appeal from this office by the Court of Appeals of the 
District of Columbia.” 


And after quoting from the Leschen case, he said: 


“We therefore find ourselves in duty bound to follow the decision 
of the Court of Appeals of the District of Columbia, which leads us to 
sustain the present opposition.” 

With respect to the contention that the opposer did not come 
into court with clean hands, the Assistant Commissioner said: 


“I am not sure that inequitable action on the part of the Gotham Co. 
has been proven, but that is immaterial here. The present proceeding is 
not an equitable action, but is an action under the statute. The sole 
question here is whether the applicant shall be granted registration giving 
it prima facie title to the exclusive use of its mark. If it should be proven 
that the Gotham Co. has not exclusive right to the use of its mark in the 
sense that a court of equity will enjoin the use of its mark by another, 
it would not indicate that applicant here was entitled to the exclusive 
use of its mark so it could enjoin the use of the mark by the Gotham Co.”? 


Conflicting Marks 


Fennine, A. C.: Held that The Excel Company, Inc., had 
established that it had used, as a trade-mark for rubbing alcohol, 
the words ‘“Excel-Rub’”’ placed over a panel containing the words 
“The XL Co.,” prior to the use by The Fries & Fries Company 
of the mark “Xl-Rub,” for the same goods, and that the former was 
entitled to register its mark. 

The grounds of the decision are that the marks, while they 
may be highly suggestive, are not descriptive and are so similar as 
to be likely to cause confusion; that The Excel Company, Inc., had 
established priority; and that The Fries & Fries Company could 
not urge the ex parte argument of The Excel Company, Inc., that 
the marks would not conflict, as an admission on its part, since the 
attorneys for The Fries & Fries Company had written to the other 
company that the use of the mark was a violation of its rights and 
demanded that the use thereof be discontinued. 


‘Gotham Silk Hosiery Co., Inc. v. Van Raalte Co., Inc. 146 M. D. 
462, May 27, 1925. 
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The Assistant Commissioner further held that the alleged as- 
signment of the prior mark of the X.L. Pharmacal Company, which 
transferred no business, was merely an agreement by the assignor 
to abandon the use of its mark, and that no benefit of the early 
date of use by the X.L. Pharmacal Company accrued to The Fries 
& Fries Company.” 


Fennine, A. C.: Held that the applicant is not entitled to 
register the mark “Ripple-O,” as a trade-mark for piece goods 
made of a mixture of silk, wool and artificial silk, in view of the 
prior use and registration by the opposer of the word “Ripplette,” 
as a trade-mark for cotton piece goods and goods of cotton artificial 
silk. 

In his decision the Assistant Commissioner, overruling the 
Examiner of Interferences, held that the mark of the opposer is 
not descriptive; that the goods of the two parties are of the same 
descriptive properties; and that the marks are so similar that their 
contemporaneous use would be likely to cause confusion in the 
mind of the public and deceive purchasers. 


With respect to the question of descriptiveness, the Assistant 
Commissioner said: 


“It appears that the goods made by Bliss, Fabyan & Co. or at least 
some of them, are somewhat similar to seersucker, they being made up 
of alternate bands of smooth and crinkly material. Bliss, Fabyan & Co.’s 
labels at present carry a phrase ‘Ripple Woven,’ which might seem to 
indicate that ‘ripple’ is a descriptive term as applied to their goods, 
although they claim that ‘ripple’ has come to describe their method of 
weaving merely because they have applied the term to it. In any event, 
it seems to me that ‘Ripplette,’ while it may be suggestive, is not de- 
scriptive, but should be held a good trade-mark in view of the record 
here presented.” 


With respect to the character of the goods, he said: 


“Applicant’s goods differ somewhat from those of opposer in that 
the entire material seems to be crinkled, as distinguished from the crinkly 
bands. This, however, seems to me a minor difference and I am satisfied 
that applicant’s goods and opposer’s goods are of the same descriptive 
properties.” 


The Excel Company, Inc. v. The Fries & Fries Company, 146 M. D. 
456, May 22, 1925. 
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With respect to the similarity of the marks he said: 


“Having reached this conclusion, I have little hesitancy in finding 
probability of trade confusion and deception in the two marks standing 
side by side in the trade. Their sound, appearance, meaning, are nearly 
identical.”® 


Kinnan, F. A. C.: Held that the applicant is entitled to 
register the word “Selco,” as a trade-mark for soap, notwithstand- 
ing the prior adoption, use and registration by the opponent of the 
word “Dryco,” for the same goods. 

The ground of the decision is that these two marks are not 
so similar that their contemporaneous use on the same goods would 
be likely to cause confusion in the mind of the public. 

In his decision the First Assistant Commissioner said: 


“The opposition is based upon an allegation of probable confusion in 
trade. The marks have in common the final syllable ‘co.’ This is quite 
common in connection with trade-marks of this general character but aside 
from this fact, such syllable is not very distinctive and would not im- 
press the mind of the average purchaser as a distinguishing part of the 
mark. The first syllables of the two marks are quite dissimilar. There 
seems to be nothing in common in spelling, sound, or significance between 
‘Se? and ‘Dys.’ It is true each has an ‘s’ in it, but the location of this 
letter is different and its sound or determining effect on the syllable is 
quite different in the two marks.” 


After referring to the argument of the opposer, based upon the 
decisions in The Procter and Gamble Company v. Eney Shortening 
Company, 278 O. G. 369, 50 App. D. C. 42, 267 Fed. Rep. 344 
[10 T. M. Rep. 344], and Gehl v. Hebe Co., 276 Fed. Rep. 271 
[12 T. M. Rep. 154], he said: 


“In the first noted case, the court held the names ‘Crisco’ and ‘Esco’ 
were so similar that confusion in trade would be likely. It should be 
noted that in pronouncing, in such relations, the vowels ‘i’ and ‘e,’ the 
distinction is not great. In effect, therefore, these two marks were the 
same as to the last four letters of ‘Crisco’ and the entire mark ‘Esco.’ 
It is believed, in consequence, that these two marks were very much more 
nearly the same than those of the instant case. In the case decided in 
the Seventh Circuit, the court held the word ‘Meje’ infringed the word 
‘Hebe.’ It will be noted that these words are identical in spelling and 
sound, save as to the initial letter. Clearly enough, confusion in trade 
would be possible. This case is not determinative of the case at bar.” * 


* Bliss, Fabyan & Co. v. J. A. Nigel, Inc., 146 M. D. 464, May 27, 1925. 
‘The Davies-Young Soap Co. v. The Selig Co., 146 M. D. 457, May 
26, 1925. 





270 FIFTEEN TRADE-MARK REPORTER 


Rosertson, C.: Held that the applicant is not entitled to 
register as a trade-mark for paints, a mark consisting of the rep- 
resentation of the earth with paint being applied thereto by rep- 
resentatives of different races, and having thereabove the word 
“Tvormica,”’ in view of the prior use and registration by the opposer 
of the representation of the globe with a tilted can of paint pouring 
its contents thereover. 

The ground of the decision is that the two marks are so similar 
that their contemporaneous use would be liable to cause confusion 
in the mind of the public and deceive purchasers. 

In his decision the Commissioner said: 

“Applicant has taken no testimony but urges that the marks are not 
deceptively similar in that the word “Ivormica’ prominently displayed on 
its mark and the paint being applied by five different figures representing 
different nationalities constitute distinguishing features. These may be 
added features to the general idea or feature of covering the earth with 


paint but it is well settled that a mark cannot be appropriated by merely 
incorporating it into another composite mark.” 


And after referring to applicant’s contention that no one is 


entitled to a monopoly of the representation of the globe, in view 
of its use by others in trade-marks for paints, he said: 


“This contention is admitted so far as a globe in itself is concerned. 

In the opposition, however, we have the representation of a terrestrial 

globe, the major portion of which is covered with paint, and this idea 

of covering the earth with paint is represented as a composite mark that 
is regarded as a valid technical trade-mark. 
+. * * +. 2 


“A comparison of opposer’s mark with that for which applicant is 
seeking registration leads to the conclusion that there is such similarity 
in appearance that an ordinary purchaser would be likely to mistake one 
for the other, as they both indicate a ‘cover the earth’ brand of paint, 
although the quoted words do not appear in applicant’s mark.” * 


Fennine, A. C.: Held that the applicant is not entitled to 
register the word “Ripleene,” as a trade-mark for sheer silk piece 
goods, in view of the prior use and registration by the opposer of 
the word “Ripplette,” as a trade-mark for cotton piece goods and 
piece goods made partly of cotton and partly of artificial silk. 


5The Sherwin-Williams Co. v. Naamlooze Vennootschnap Lakvert & 
Vernisfabriek, “Ivormica,” 146 M. D. 460, May 27, 1925. 
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The grounds of the decision are that the goods are of sub- 
stantially the same descriptive properties and that the marks are 
so similar as to be likely to cause confusion in the mind of the 
public and deceive purchasers. 

In his decision the Assistant Commissioner said: 

“T am unable to believe that similar goods bearing these two marks 
can stand side by side in the trade without causing undue confusion and 
deception. The words look alike, sound alike, are of the same length, 
have the same number of syllables, and have the same suggestive meaning. 

“It is argued that the opposer’s mark is made up of the descriptive 
word ‘ripple’ with a suffix, and that applicant has merely adopted the same 


descriptive word with another distinctive suffix. In neither instance, how- 
ever, is the resultant word descriptive of the goods.” * 


Corporate Names: Act of 1920 


Fennine, A. C.: Held that registrant was entitled to register, 
under the Act of 1920, the word “Certainteed,”’ for a dairy product, 
notwithstanding that this word formed part of the corporate name 
of the Certain-Teed Products Corporation, which manufactured 
goods that were not of the same descriptive properties as those of 
registrant. 

The ground of the decision is that the Act of 1920 permits 
registration of marks which are not against public policy, and 
which have been in exclusive use for a year and that the prohibition 
against registration of a corporate name in the Act of 1905 was 
not included in the Act of 1920. 

In his decision the Assistant Commissioner said: 


“The Solicitor of the Department of the Interior in 1920 C. D. 89 [10 
T. M. Rep. 347] properly interpreted the Act of 1920 to require this office 
to place upon the register all marks except those specified as not registra- 
ble in schedules (a) and (b) of the Act of February 20, 1905. Those marks 
inhibited from registration under the Act of 1920 as defined by the Solicitor 
do not include marks which are merely the name of an individual or a cor- 
poration. The purpose of the Act of 1920 clearly was to allow upon the 
register marks which were not against public policy, but which were 
specifically prohibited from registration by the Act of 1905. 

“Applicant here endeavors to say that the same prohibition against 
registering corporation names should be read into the Act of 1920 as is 
specifically written into the Act of 1905. 


* Bliss, Fabyan & Co. v. Haas Brothers Fabrics Corp., 146 M. D. 466, 
May 27, 1925. 
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“I am unable to agree with that argument since it is clear to me that 
one purpose of the Act of 1920 was to allow registration of words such 
as that here involved which were good trade-marks, but prohibited from 
registration merely because they were the names of corporations. It 
will be remembered that the Act of 1905 makes no effort to prevent the 
use of a trade-mark of the name of a corporation, but merely prohibits 
its registration. 

“The Act of 1920 intended to allow registration of all trade-marks 
in use for a period of one year which were not against public policy 
because of being immoral, the flag or coat of arms, etc. 
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“There is no more reason for saying that before being entitled to 
registration an applicant must show exclusive use of a corporate name on 
all products than for saying that he must show exclusive use of any 
other word on all products. The proviso Section 1(b) of the Act of 
1920—‘appropriated to merchandise of the same descriptive properties as 
to be likely to cause confusion or mistake in the mind of the public or 
to deceive purchasers,’ clearly indicates no such intention. The mere use 
of a corporate name as the name of a corporation will not prevent estab- 
lishing a trade-mark right to the same name by using it in commerce on 
goods different from those dealt in by the corporation. When that trade- 


mark right has been established, the mark may be registered under the 
Act of 1920.”7 


Descriptive Term 


Fennine, A. C.: Held that applicant is not entitled to regis- 
ter the words “Carbon-Elastic Coating” as a trade-mark for paints. 

The ground of his decision is that these words are descriptive 
of the goods and therefore not registrable. 

In his decision, after pointing out that carbon is a constituent 


of many paints and that all paints are more or less elastic, the 
Assistant Commissioner said: 


“Applicant does not contest this, but suggests, because the two words 
‘carbon’ and ‘elastic’ are joined together and employed as a single word, 
they lose their original significance; ‘the joinder of the two words seems 
to suggest the fanciful idea that the carbon content causes the elastic 
condition, which is not the case.’ This may be a suggestion that the mark 
is misdescriptive rather than descriptive, but such a mark cannot be regis- 
tered. 


“I am unable, however, to find any fanciful meaning predominating 
and obliterating the clearly descriptive meaning.” * 


? Certain-teed Products Corporation v. Guy O. Clark, 146 M. D. 442, 
May 1, 1925. 


*In re The Arlington Manufacturing Co., 146 M. D. 467, May 28, 1925. 





DECISIONS OF THE COMMISSIONER OF PATENTS 


Goods of Same Descriptive Properties 


Rosertson, C.: Held that the applicant is not entitled to 
register the word “‘Americus,’ as a trade-mark for watches, in 
view of the prior use, and registration under the ten-year clause 
of the Act of 1905, by the opposer, of the word “America,” as a 
trade-mark for alarm clocks. 

The ground of this decision is that the word “America,” having 
been registered under the ten-year clause, it is in effect a valid 
trade-mark and that clocks and watches are goods of the same 
descriptive properties. 

With respect to the question of the registration, the Commis- 
sioner said: 


“Opposer’s registration must therefore be regarded prima facie as 
valid as there is nothing in the record of this opposition to indicate that 
the opposer is not entitled to its registration. Applicant urges that at 
the time opposer applied for its registration for ‘America’ it was not the 
exclusive owner of that mark. The question in this case is not the right 
of opposer to its registration, but whether the use of the mark ‘Americus’ 
on watches would cause confusion in trade.” 


With respect to the question of the character of the goods, he 
said: 


“In the case of H. Wolf & Sons v. Lord & Taylor, 202 O. G. 632, 41 
App. D. C. 514 [4 T. M. Rep. 219] the appellee-opposer had a trade-mark 
registered for use on stockings, and the appellant-applicant sought regis- 
tration of the same trade-mark for undershirts. The opposition was sus- 
tained although dissimilarity of the goods was urged, as was also urged 
the fact that opposer was not using his trade-mark upon the goods for 
which applicant sought registration. 


ef | &] | 
“A mere inspection of the two marks makes their similarity apparent 


and since the Office is now uniformly holding that watches and clocks 
are goods of the same descriptive properties, the opposition is sustained.” 


With respect to the contention that the opposer was estopped 
from claiming that watches are goods of the same descriptive prop- 
erties as alarm clocks, because it cancelled the word “watches” 
from its application for registration, the Commissioner, after re- 
ferring to the argument based on that ground, said: 


“This argument, however, is not well founded. If opposer can estab- 
lish that there is a likelihood of confusion of the goods specified in its 
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registration and the goods of the applicant, it is immaterial how its 
registration may have been limited.” ° 


Oral Testimony as Proof 


Fennino, A. C.: Held that the opposer had established the 
use of the words “My Own,” as a trade-mark for canned goods, 
since a date long prior to the earliest date claimed by the applicant 
company and, therefore, the company is not entitled to register these 
words as a trade-mark for catchup and other food products. 

In his decision the Assistant Commissioner pointed out that, 
while the use by The Janszen Grocery Co. might have been sporadic 
or discontinued as to some products, there was no showing of aban- 
donment of the mark or intention to abandon. 

With reference to the argument based on the fact that certain 
documents were not produced, the Assistant Commissioner said: 


“There was no objection placed on the record to the testimony of 
any witness for opposer on the ground that it was not supported by 
documents. A demand for the production of documents was made only 
as to the witness Swis. He produced what he could but said they were 
private and related only to the particular line of opposer’s goods in which 
he personally was interested. He stated that the company’s records were 
sold and destroyed. 


* * * # * 


“Witness after witness states that the mark was used continuously 
by the Janszen Company from a period long prior to any use by applicant. 
This case is clearly to be distinguished from Levering Coffee Company 
v. Merchants Coffee Company, 1912 C. D. 547, 181 O. G. 1075, 39 App. 
D. C. 151 [2 T. M. Rep. 420].”* 


* Western Clock Company v. American Watch Import Co., 146 M. D. 
444, May 8, 1925. 

* The Janszen Grocery Co. v. My Own Company, 146 M. D. 454, May 
19, 1925. 








